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ESTABLISHING THE LEGAL FREEDOM TO OPERATE IN YOUR MARKET PLACE
(This Guide draws upon mSME experiences under a European Union funded [Project Reference 53611] business support initiative, IP Wales®. Disclaimer: The information contained in this guide is not meant as a substitute for professional legal advice. Its main purpose is limited to providing basic information on the subject matter).
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1.  Explore your market availability by identifying the scope and quality of your competitor’s IAs
a.  Importance of legal clearance searches (avoid stepping on your competitor’s IP land mines!)
Some IAs are entered on a searchable public register:-

•
Trademarks
The scope and quality of the legal monopoly rights created by a competitor’s registration of a trademark are determined by the territorial nature of the registration, the classes under which the monopoly rights are claimed and the drafting of their description. Before submitting an application for the registration of a trademark your business should conduct a trademark search to ensure that the mark it intends using is not the same, or similar, to one already registered for identical or similar services or products. You can make a trademark search yourself or hire the services of a trade mark attorney. Your business may still need to be mindful of issues which can arise under the law of ‘passing off’.

•
Patents
The scope and quality of the legal monopoly rights created by a competitor’s registration of a patent are determined by

the territorial nature of the registration and the drafting of the claims. Your first step should be to perform a prior art

search. The freely available esp@cenet(R) database of The European Patent Office informs us that 70% of the information contained within a patent is not available elsewhere and published patents contain about 350 million A4 pages of relevant technical information such that there is a very serious risk that some reference, or combination of references, may render your invention non-novel or obvious and, therefore, unpatentable. A prior art patentability search not only may save your business from wasting money but could also provide it with useful commercial intelligence about your market place and competitor activities therein.

Whilst access to published patent information may be considerably simpler thanks to the internet most businesses seeking patent information on which to base key commercial decisions will generally rely on the services of a professional searcher.

•
Registered Designs
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The scope and quality of the legal monopoly rights created by a competitor’s registration of a design are determined by the territorial nature of the registration. To register a design requires the completion of an application form with a picture of the design. Some countries also require or allow for the filing of a written description or statement of novelty of the design. Once a design is registered it is entered into a publicly searchable design register. However in some countries/regions it may be possible for competitors to request a deferment of publication in which case details about the design will be kept secret for a period specified by the relevant law.

b. Importance of notice recognition
Other IAs may be detectable via Notice given by their owner and your business places itself at risk if it does not take cognizance of the same:-

•
Copyright and Neighbouring Rights & Database Rights
Our focus here is on ‘economic’ exclusive legal rights rather than ‘moral’ rights but your business needs to be mindful of the potential ‘moral’ rights of its employees.

There is no formal procedure to put a copyright notice on a created work but generally it will consist of the word “copyright”, “copr.” or the symbol ©; the year of publication and the name of the copyright owner. For protected sound recordings the letter “P”(in a circle or brackets) is used.

Your business may want to utilize works protected by copyright or related rights works to support its commercial activities. When using the work of others you must first determine if copyright permission is required. In principle your business will need authorization from the copyright owner if the work is covered by copyright and/or related rights law(s); the work is not already in the public domain (e.g. the copyright has not expired, been explicitly abandoned by the owner or, such as a book title, is not capable of protection); your planned commercial exploitation of the work implies the use of rights granted to the copyright and/or related rights owner and is not covered by “fair use”

or “fair dealing” provisions or by a limitation/exception specifically included in national copyright or related right(s) law.
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Copyright protection also applies to digital use and storage. Your business will need to take particular care when making commercial use of works protected by technology protection measures (TPM) as circumventing the TPM could itself be an illegal act.

The two primary ways to go about obtaining permission to use the copyright or related rights protected work are using the services of the relevant collective management organization (CMO) or contacting the copyright or related rights owner directly if contact details are available.

IP Wales finding:
•
Irrespective of the legal merits of the action few mSMEs would be in a financial position to defend themselves against a large company claim for infringement of their IAs.
2.  Adopt a strong defensive stance within the market place
a.  Utilize spent or lapsed IAs
IAs which have reached the maximum limit of their duration (e.g. 20 years for a patent, although in some countries protection may exceptionally extend beyond 20 years or a Supplementary Protection Certificate (SPC) may be granted in very specific circumstances) or which have otherwise been allowed to lapse through lack of renewal represent assets which are typically free for commercial use and exploitation.

b. Utilize deliberate disclosures
Some IAs have a requirement of novelty, albeit in some instances with a grace period. In such circumstances it might be possible for your business to make a ‘defensive publication’ thereby placing it within the “public domain’ to prevent its subsequent registration by others. By such action your business relinquishes legal control over the future use of your invention, even by competitors.
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